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Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex _parte NOBORU TAKI ZAWA

Appeal No. 95-3091
Appl i cation 08/093, 311"

HEARD: May 4, 1998
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. § 134
fromthe examner's final rejection of clains 1-5, the only
clainms in the application. No claimhas been allowed.

Ref erences relied on by the Exani ner

McCul | ough et al. (MCull ough) 4,979, 054 Dec. 18, 1990
Yoshimura et al. (Yoshinura) 5, 063, 453 Nov. 5, 1991

The Rej ections on Appeal

Clainms 1-5 stand finally rejected under 35 U.S.C. 8§

! Application for patent filed February 2, 1993.
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103 as bei ng unpat entabl e over Yoshinmura and MCul | ough (Paper

No. 6, at 2).

The | nventi on

The invention is directed to a disk drive wherein
the stored data contains an error correction code added
thereto before witing of the data onto the disk. The nunber
of bits in the error correction code is selected in
accordance with a selection signal generated by a circuit
which is responsive to a track address indicating a | ocation
on the recording nedium Caim1l is the only independent
claimand is reproduced bel ow

1. A disk drive apparatus in which an error
correction code is added to data before it is witten to a
recordi ng di sk medi um conpri sing:

a selection signal generation circuit responsive to
a track address indicating an access |ocation on the nedi um
for generating a selection signal to be used for selecting a
nunber of bits of the error correction code; and

a read-write circuit for performng a data read or
wite operation to the nmedi umwhile selecting the nunber of

bits of the error correction code in accordance with the
sel ection signal.

Qpi ni on

We do not sustain the rejection of clains 1-5.
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The appel | ant argues that neither Yoshi mura nor
McCul | ough contains any teaching "of varying the error
correction code [nunber of bits therein] according to the
track address at which the data is to be recorded” (Br. at
13). The independent claim however, does not actually
require the nunber of bits in the error correction code to be
vari ed. The independent claimrequires only that the
sel ection of the nunber of bits be based on the track address.
Thus, the appellant’s argunent is nore appropriately regarded
as this: As far as the applied prior art is concerned, the
nunber of bits in the error correction code is not selected
based on the track address of the location of the data to be
stored. In our view, this argunent has nerit.

Yoshi mura di scl oses a digital signal recordi ng appa-
ratus including an error-correction-code adding circuit for
addi ng an error correction code to the data to be witten to
the recording nedium a videotape. The exam ner acknow edges
t hat Yoshi nura does not disclose the clained sel ection signa
generating circuit as is recited in claiml (answer at 4).

The appel |l ant correctly points out (Br. at 7) that

Yoshi mura does not describe the nunber of bits used in the
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error correction code or inply that codes with different
nunbers of bits should be used. The appellant also correctly
notes (Br. at 7) that because the recording rate does not
vary with position

in a tape recording system in Yoshinmura "there is no
variation in the probability of error which is dependent on
the location of the recording address” (as there would be in a
di sk drive storage systemas clainmed). Nothing in Yoshinura
woul d have reasonably suggested the generation of a selection
si gnal based on the

| ocation of the track address on a di sk, which selection
signal selects the nunber of bits in the error correction

code.

The exam ner’s reliance on MCull ough to show t he
feature mssing fromYoshinura is also m splaced and w t hout
nmerit. As is correctly noted by the appellant (Br. at 7-11),
McCul | ough di scl oses that the nunber of bits used for the
error-correction-code is 56, or alternatively, 32 (colum 22,
lines 12-14; colum 23, lines 22-29). The appellant is also

correct that the exam ner has identified nothing in MCull ough
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whi ch reasonably woul d have suggested that the sel ection of
t he nunber of bits in the error-correction-code is nmade based
on the track address of the data sector to be witten in.
I ndeed, if anything, MCullough appears to suggest the
contrary, that the sane length error-correction-code is always
used regardl ess of the track address. |In that connection,
note the following text in colum 19, |ines 19-23,
of McCul | ough:

In the present enbodi ment only RLL (2,7)

encoding is utilized and the disk

controller 182 is programmed to perform 56-

bit ECC

[error correction code] on the data field

and 16-bit CRC on the sector identification

but coul d be programmed to perform

otherwi se if desired.

The exam ner has pointed to nothing to indicate that
the progranmm ng as described in the above-quoted text is on a
track by track basis. The nore plausible reading of
McCul | ough
is that the length of the code is uniformfor all data sectors

in all tracks, even though it can be either 56 bits or 32 bits

| ong.

Nei t her Yoshi nura nor MCul | ough di scl oses or
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reason- ably suggests the key feature of the appellant’s

i nvention, that the nunber of bits in the error-correction-
code is selected based on the track address of the | ocation of
data storage. No reason has been set forth by the exam ner as
to why the conbined teachings of Yoshinura and MCul | ough
woul d have suggested that which neither one al one would have
suggested. The two references do not conbine in any
reasonabl e manner to suggest that the num ber of bits used in
the error-correction-code should be sel ected based on the
track address of the location to be witten in.

On pages 4-6 of the exam ner’s answer, the reasons
provided in the final Ofice action as to why the exam ner
con- cludes that it would have been obvious to one with
ordinary skill in the art to vary the nunber of bits in the
error-correction-code based on the track address of the
| ocation to be witten in
Is reiterated. It is explained that because the recordings
are nore dense on the inner tracks and | ess dense on the outer
tracks, the probability of recording error is higher on the
i nner tracks and | ower on the outer tracks. For that reason,

t he exam ner concludes that it would have been prinma facie



Appeal No. 95-3091
Application 08/093, 311

obvious to one wth ordinary skill in the art to select a
shorter error-correction-code for the outer tracks and a

| onger error-correction-code for the inner tracks.

The problemw th the exam ner’s position, however
Is that the explanation largely coincides with the appellant’s
reasons underlying the clained invention and does not stem
fromeither Yoshinmura, MCullough, or a conbination thereof.
On this record and based on the parts of the cited references
di scussed by the exam ner, we conclude that the examner’s
rationale is gleaned solely from hindsi ght based on the
appel lant’s own disclosure. That is inproper. The nere fact
that the prior art nmay be nodified in the manner suggested by
t he exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification. In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84

n.14 (Fed. Cr. 1992); In re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984). (Obviousness may not be
est abl i shed using hindsight or in view of the teachings or

suggestions of the inventor. Para-Ordnance Mg. Inc. v. SGS
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| nporters Int’l Inc., 73 F.3d 1085, 1087, 37 USPQRd 1237, 1239

(Fed. Cir. 1995), cert. denied, 117 S.C. 80 (1996). In our

view, the reasoning of the examner is at a | evel beyond that
whi ch can be said to have been necessarily possessed by one
with ordinary skill in the art without explicit or inplied
suggestion fromthe prior art.

Claim 2, which depends fromclaim11, further recites
that the nunber of bits is selected froma plurality of
nunbers
that are predeternm ned for respective "groups” of tracks on
the medium On this record, suggestion for such a feature
al so derives solely fromthe appellant’s own discl osure.
Claim3, which depends fromclaim?2, recites that the nunber
of bits decreases as the group of tracks approaches an
outernost track of the nmedium

Claim4, which depends fromclaim11, further recites
collation of the track address to a detection value which is
predet erm ned according to an inspection result indicating the
possibility of error for the corresponding track. On this
record, suggestion for such a feature also derives solely from

the appellant’s own disclosure. Caimb5 depends fromclaim1.
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For the foregoing reasons, we do not sustain the
obvi ousness rejection of clains 1-5.

Concl usi on

The rejection of clainms 1-5 under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Yoshinura and MCul | ough is reversed.

REVERSED
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